THIS DISPOSITION
IS NOT CITABLE AS
PRECEDENT OF
THE TTAB

Hear i ng:
May 21, 2002

Mai | ed: Septenber 30, 2002
Paper No. 68
CEW

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Vincent’s of Mttt Street, Inc. and Vi ncent Genero0so

Opposition No. 97, 805
to Application Nos. 74/358,685 and 74/ 358, 686
filed on February 11, 1993

Richard J. Magid of Whiteford, Taylor & Preston for
Vincent’'s of Mottt Street, Inc. and Vi ncent Generoso.

Jonat han E. Moskin of Pennie & Ednonds and Lee D.
Unterman and Patricia More of Kurzman, Karelsen & Frank
for Quadanm , Inc.

Bef ore Si ms, Seeherman and Walters, Adm nistrative
Trademar k Judges.

Opinion by Walters, Adm nistrative Trademark Judge:
Vincent’s of Mott Street, Inc. and Vi ncent Generoso

filed their opposition to two applications of Quadam,
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Inc. to register the marks shown bel ow for “restaurant

services” in International Class 42.
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As grounds for opposition, opposers assert that
applicant’s marks, when applied to applicant’s services
so resenbl e opposers’ previously used marks for

restaurant services as to be likely to cause confusion,

! Application Serial No. 74/358,685, filed February 11, 1993, based upon
use of the mark in conmerce, alleging dates of first use and first use
in comrerce as of July 21, 1992. The application includes a disclainer
of ORI G NAL and ESTABLI SHED 1904 apart fromthe mark as a whol e.

2 Application Serial No. 74/358,686, filed February 11, 1993, based upon
use of the mark in conmerce, alleging dates of first use and first use
in comrerce as of July 21, 1992, which dates were changed by anmendnment
to March 28, 1993. Because the dates of use were changed to a date
subsequent to the filing date, should applicant ultimtely succeed in
this opposition, this application shall be remanded to the Exani ni ng
Attorney for amendment either to the dates of use or to the basis for
regi stration. The application includes a disclainmer of FROM LITTLE

| TALY TO LONG | SLAND, CLAM BAR, NYC MOTT ST. and NYC HESTER ST. apart
fromthe mark as a whole.
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under Section 2(d) of the Trademark Act. Specifically,
opposers allege prior use of the mark “THE ORI GI NAL
VINCENT' S,” and marks adding to this mark, variously,
“ESTABLI SHED 1904,” “FROM LI TTLE | TALY” and/or “IN LITTLE

| TALY,” and the designs shown infra.

Applicant, in its answer, denied the salient
al l egations of the claimand asserted as affirmative
def enses: estoppel, acqui escence, unclean hands, that
opposer’s use of the marks has inured to applicant’s
benefit, abandonment, and, further, that any use by
opposer is limted to a single restaurant.

The Record
The record consists of the pleadings; the files of

the invol ved applications; various specified responses of
opposers to applicant’s interrogatories, nade of record
by applicant’s notice of reliance; the testinony
deposition by applicant of Anthony Marisi, applicant’s
president, with acconpanying exhibits; the discovery
deposition of Anthony Marisi with exhibits, made of
record by opposers’ notice of reliance; and the testinony
depositions by opposers of opposer Vincent Generoso wth
acconmpanyi ng exhibits, and Santiago Marcial, a restaurant
enpl oyee of opposers. Both parties filed briefs on the

case and an oral hearing was hel d.
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Before we begin a recitation of the facts
established in the record, we enphasi ze that the nature
of our inquiry is limted to determ ning whether
applicant is entitled to registration of the marks for
the recited services in the two applications.® The
guestions of opposers’ rights in the pleaded marks,
applicant’s ownership of its marks and priority are key
to resolving this opposition.

The Factual Record

Opposers, the owners and operators of a restaurant
| ocated at 119 Mott Street in New York City, and
applicant, the owner of a restaurant |located in Carle
Pl ace, Long I|sland, New York, both owe the genesis of
their respective businesses to the sane restaurant.

There is no dispute that the original restaurant,

“Vincent’s Clam Bar,” was started by nenbers of the Siano
famly in 1904 at 119 Mdtt Street in New York City and
was subsequently owned by various third parties; that,
until 1979, this restaurant was operated by the Siano
fam |y and owned by nenbers of the Siano fam |y and/or

corporate interests controlled by menbers of the Siano

fam ly; and that the Siano fam |y and/or their corporate

5 W are not deternmining the respective rights of the parties to use
certain marks, nor can we enforce such rights or enforce other
agreenents or court orders.



Opposition No. 97, 805

interests owned and operated only the single restaurant
at 119 Mott Street (“the Mott Street restaurant”).

There is also no dispute that Andrew DeLill o was
i nvol ved, either in his individual capacity or as
princi pal of a corporation, in the purchase of the Mtt
Street restaurant fromthe Sianos; that he was invol ved
in the business of the restaurant until it was sold under
a 1985 bankruptcy stipulation; that during his
i nvol venment in the Mott Street restaurant and prior to
t he bankruptcy stipulation, he or his corporate interests
opened, outside of Manhattan, several additional
restaurants under the name Vincent’'s Clam Bar and started
a busi ness maki ng and selling sauces; and that one of the
Vincent’s Clam Bar restaurants M. DeLillo or his
corporate interests opened is in Carle Place, New York
(“the Carle Place restaurant”), and it is presently owned
by applicant.

The record shows that nunmerous individuals and
corporate entities have been involved with applicant’s
busi ness; that the chains of title of the restaurants and
marks in this case are not entirely clear; and that

certain inportant facts cannot be established fromthis
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record. However, we shall recite the facts as we find

themto be fromthe record before us

Opposers

We begin with the evidence establishing facts
pertaining to opposers. The record shows that opposer
Vi ncent Generoso has been, since 1987, president and sole
director and officer of opposer Vincent’s of Mtt Street,
Inc., which was incorporated on July 26, 1985* that
Vi ncent Generoso was one of the group of individuals that
purchased the Mdtt Street restaurant through a bankruptcy
stipulation in 1985; and that, since the 1985 purchase,
M. Generoso has continued to operate and nmanage the Mott
Street restaurant.

Opposers state that they are both owners of the Mttt
Street restaurant. They state, further, that they derive
their ownership of, and interest in, the Mditt Street
restaurant froma Chapter 11 proceeding before the
Bankruptcy Court for the Southern District of New York

which was filed on April 25, 1985, and concl uded by a

4 The record establishes that Vincent Generoso and Joseph Maggiore were
equal shareholders in the corporation; that M. Mggiore died and, in
June 1987, M. Ceneroso purchased the remaining shares from m.

Maggi ore’ s estate.
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“Stipulation” entered by the court on October 29, 1985.°
This proceeding is also relevant to applicant’s rights,
as we discuss infra.

The Mott Street restaurant, and property rel ated
thereto, is the asset that was the subject of the
bankruptcy proceeding. The debtor in the bankruptcy
proceeding is identified as Mott & Hester Restaurant
Corp. and Mott & Hester Restaurant Corp., d/b/a Vincent’s
Clam Bar (“Mptt & Hester”). The stipulation states that

| rving Burstein,

5 An additional proceeding involving the debtor in this proceedi ng was
resolved by the stipulation as well. However, we do not discuss it
herein because it is not relevant to this opposition
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Vi ncent Generoso, M chael Generoso, Joseph Maggi ore,
Mari e Graziano and Ri chard Panebi anco (“purchasers”)
“have offered to purchase the prem ses known as 119 Mott
and Hester Streets, New York, N. Y., none of whomis
affiliated in any way with Mdtt & Hester or any other
party herein.” The stipulation includes, in pertinent
part, the follow ng additional statenents:

1.D.

... purchasers do not and will not have, nor
represent itself to have, any affiliations or
connection with any other business known as
“Vincent’s ClamBar,” “Vincent’'s Clam Bar of
Mott and Hester Streets,” or “Mtt and Hester
Restaurant,” or any facsimle thereof, and wl|
renmove any reference thereof from nenus, signs,
...and ...purchasers further agree that they wl|
not, in any way, represent that they are
affiliated with any other business |icensee or
franchi see using said name or nanmes or facsimle
t hereof and that they shall use and operate
their business at the aforenenti oned prem ses

[ 119 Mott Street] under the name of “Vincent’s
Cl am Bar,” and/or “Vincent’s Clam Bar of Mbdtt
and Hester Streets,” or “Mtt and Hester
Restaurant,” and only at said |ocation w thout
[imtation of time and at no other |ocation, and
Mott & Hester and Andrew DeLillo agree to
execute an assi gnabl e covenant not to conpete
within a ten-block radius of the prem ses for
the length of the nortgage referred to

her ei nabove, at the closing, in favor of
purchasers, and the parties hereby agree that
purchasers are not successors in interest,

| i censees, franchisees and/or affiliated with
Mott & Hester ...[enphasis added]

1. E
... purchasers acknow edge and agree, subject to
the ternms of paragraph “1.D.” herein, that
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Andrew DeLillo is the sole owner of and has the

sol e and exclusive right to use the nane,

trademark and copyrights in and to the nanes

“Vincent’s Clam Bar,” “Vincent’s Clam Bar of

Mott and Hester Streets,” or “Mtt and Hester

Restaurant,” and not hing contai ned herein shal

be deened a sale thereof nor shall in any way

restrict or interfere with said right and

interest or his right to use, convey, sell,

| icense, franchise or in any other way dispose

of or make use of said nanes ...[enphasis added]

The record is silent on the factual question of how
ownership of the Mott Street restaurant passed fromthe
individuals listed in the bankruptcy stipulation to
opposers. However, the docunmentary evidence submtted
with M. Generoso’s testinony supports opposer
corporation’s involvenent in the restaurant since at
| east 1986; includes a corporate certificate of assuned
name for “Vincent’'s,” listing the corporate address as
119 Mott Street; and supports M. Generoso’ s invol venent
i n opposer corporation and the restaurant fromthe date
of the bankruptcy stipulation. Further, applicant does
not contest opposers’ ownership of the Mdtt Street
restaurant, as distinct fromthe marks. Thus, we find
sufficient evidence to conclude that opposers have
ownership interests in the restaurant; that they take

their ownership of the Mott Street restaurant fromthe

original individual purchasers recited in the bankruptcy
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stipul ation; and, thus, that opposers are bound by that
stipul ati on which bound their predecessors.

M. Generoso stated that shortly after taking over
the Mott Street restaurant, in Novenber 1985, opposers
changed the nane on the outside of the restaurant to
“Vincent’s” and added “The Original,” “Established 1904”
and “From Little Italy” to distinguish the Mdtt Street
restaurant fromthe Carle Place restaurant, with which
opposers have no affiliation; and opposers al so began
advertising the restaurant, inter alia, in flyers and
magazi nes in 1986, using “The Original Vincent’'s Cl am

Bar,” adding, variously, “Established 1904” and “From
Little Italy.” M. Generoso stated enphatically that no
one (including anyone with any connection to the Mttt
Street restaurant or the Carle Place restaurant prior to
t he bankruptcy stipulation) used the mark “The Ori gi nal
Vincent’s Established 1904,” and that opposers were the
first to use this mark. M. Generoso stated, and the
evi dence supports, that opposers changed their restaurant
signage to “Vincent’s” alnost imediately, in 1985-1986,
and that the signage included the phrase either “Since
1904” or “Established 1904.” Opposers’ advertisenents,

begi nning in 1986, show use of the mark “The Ori gi nal

Vincent’s Clam Bar” and sonetinmes included the phrase

10



Opposition No. 97, 805

“Established 1904.” It appears that during the period
from 1985-1986 to 1989, opposers used “Vincent’'s Clam
Bar,” “The Original Vincent’'s ClamBar,” and “Vincent’s,”
and they al so added “Established 1904” at tines to each
of these marks; and that, in 1989, opposers dropped the
term“Clam Bar” entirely fromtheir name and marKks.

However, M. Generoso acknow edged that, as shown
bel ow as used by opposers, the street sign design, the
phrase “From Little Italy” and the scripts in which “From
Little Italy” and “Vincent’'s” appear were in use in
connection with the Mott Street restaurant by the Sianos
prior to opposers’ ownership of the restaurant.

Opposers’ 1985-1986 nenu includes uses of both
“Vincent’s” and “Vincent’'s Clam Bar” to identify the Mtt
Street restaurant. The following is the |ogo appearing

on the cover of opposers’ restaurant menu in 1985-1986:

11
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The record shows that the above design with the street
sign was used by opposers at |east through 1989, but
there is nothing in the record indicating that opposers
have continued to use the street sign design. The

following is a page fromthat same 1985-1986 nenu®:

VINCENT'S
IN OLD NEW YCRK

Follousing the historic nurn of the cemtury, ending che il ustrions Gey po's, Gaaeppe and
Carmela Siano eneabiithed the now world famaus Vineent® Clam Bar, in 190y, named after
their som, The sidewn 'k clam bar wos located ar che corrers o+ Mot and Hester Steeec in Lictle
leady, New York Ciry, where it seill flowrishes todey, soring fussulsil warieniss of lallan
Seafoocs. It fa the evipinal home of Vincent's Samce,

ft was ales in 1peq the Cormels Siann ieeodwoni e soover Cld. Warld vecipne firr the
taernaticnally celebrosed Vinceme's Sauce.

Many have ried 1o tmivae her secrer ingredients and srocisng = wnswooeasfully!

Virscene's x prowd 1o hove preserved the secrer of the aaci o recipe and oo be able o serve o
for yenir enjoymerat
Bem Apperial

‘COMPLETE MENLU ALSC AVAILAB E FOR TAKE-OUT

119 Mott Strze:

Mew York, New York
f119% 77A.813"

M. Generoso stated that the picture shown above was

derived froman old photograph of the Mttt Street

6 Al t hough not apparent in this reproduction, the sign on the restaurant
i ncludes the wording “Vincent’s Clam Bar” and the street sign names are
“Mott Street” and “Hester Street.”



Opposition No. 97, 805

restaurant that was given to himby M. Siano, of the
restaurant’s founding famly, who initially advised M.
Generoso and M. Maggiore in connection with opening and
operating the restaurant. This picture appears in the
record on a 1994 nenu, but not on a 1996 nmenu, where a
current photograph of the restaurant replaces the draw ng
i medi at el y above the sanme text. It is not clear from
the record whet her opposers continue to use this picture.
In 1989, M. Generoso renovated the restaurant. The
follow ng nmenu cover, from 1994, shows the exterior of

the restaurant as it has appeared since that renovation’

Vincents 2%
Eaats, ™ Ty E E,,.:é
(Ve

" The wordi ng above “Vincent’s” on the awning is “Since 1904.”

13
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Al so in 1989, opposers changed the phrase “From
Little Italy” to “In Little Italy” on their nmenus and
advertising to further distinguish their restaurant from
the Carle Place restaurant. In 1994, opposers added “Qur
Only Location” to again further distinguish their
restaurant.

The following is a copy of opposers’ nenu cover from

1996, show ng the cunul ati ve changes:

a S

T BN Fady

%J‘l

Vineoats

ESTABLEMED 100

-
| PR OMEY LIOCATION |

i £
lﬁ; =
b1
Wawed dae ol e 14
chanen Remascesis
Fram J9%4 re {988 by the
MY Daly Vews
e - J

\S ' 7

The following is a copy of opposers’ current
busi ness card, which shows the sanme | ogo and witing as

have appeared in its advertisenents since at |east 1989:

14
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T Ve

‘stablished 1904 - Our Only Location
Rated One of the Top 15 Cleanest

L | votmurants 199§ <1999 by the Daily News

i Department of Health « May 73, 1999

119 Mott Sireet, New 11k, NY 10013 '[212] 2205133
(Between Moit & Hester St -1 :lock from MuBerrySt)  Fae: (712) 264713

M. Ceneroso stated that there have been nunerous
i nst ances® where his patrons have reported believing that
the Carle Place restaurant was owned by opposers and
conplaining that the food at the Carle Place restaurant
was not as good as the food at the Mdtt Street
restaurant. M. Generoso stated unequivocally that,
ot her than the bankruptcy stipul ati on, opposers have
never discussed or concluded a license or any ot her
agreenment concerning trademarks or restaurant operation
with any of the DeLillos, their corporate interests, or
applicant; that M. Generoso has nmet M. DeLillo only at
the closing for the purchase of the Mtt Street
restaurant; and that M. Ceneroso has never net Robert or
Ant hony Marisi or any representative of applicant except

in connection with this proceeding.

8 M. Generoso had no specific exanples or nunber of conplaints in this
regard.

15
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Appl i cant

M. Generoso stated that, through the bankruptcy
stipulation, he and his partners purchased the building
at 119 Mott Street from Vincent DeLillo; although it was
al so his understanding that Andrew DeLillo or “one of his
corporations” owned the Mdtt Street restaurant, an
ongoi ng business, at the tinme of the bankruptcy
proceedi ng that transferred ownership thereof to M.
Generoso and his partners; and that M. DeLillo or one of
hi s corporations opened the Carle Place restaurant while
owni ng and operating the Mdtt Street restaurant.

The docunentary record begins with an agreenent,
dat ed Septenber 29, 1979, for the sale of the Mdtt Street
restaurant, along with the “use of the name ‘Vincent’s
ClamBar’” (“the 1979 sale”). The 1979 sale was from
Vincent’s Clam Bar, Inc., of which Joseph Siano was
president, to Andrew DeLillo.® There are no further
references in the docunentary record to the corporate
entity named Vincent’s Clam Bar, Inc.

Bot h opposer Vincent Generoso and applicant’s

presi dent, Anthony Marisi, acknow edge in their testinony

® The record establishes that there is an Andrew DelLillo, Sr. and an
Andrew DeLillo, Jr., although the nanme “Andrew DelLillo” often appears in
the docunentary and testinmonial record without the “Jr.” or “Sr.”
distinction. The nane is used in this decision as it appears in the

rel evant evidence.

16
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that, after the 1979 sale, the restaurant, “Vincent’s
Cl am Bar,” continued to operate at 119 Mott Street, and
that several other restaurants in other |ocations were
oper ated under the nanme “Vincent’s Clam Bar.” '

The next change of ownership reflected in the record
is pursuant to the 1985 bankruptcy stipul ati on di scussed
supra. The corporation that is the debtor in the
bankruptcy proceeding is none of the previously nmentioned
i ndi vidual s or corporations; rather, it is another
corporation, Mdtt & Hester Restaurant Corp. and Mttt &
Hester Restaurant Corp., d/b/a Vincent’s Clam Bar (“Mott
& Hester”).

The docunmentary record includes a 1980 franchi se
agreenent for a restaurant nanmed “Vincent’s Clam Bar” in
Carle Place, New York (“the Carle Place restaurant”),
bet ween Vincent’s Clam Bar of Mtt & Hester Streets,

Inc.,! as franchisor, and Brinlaw, Inc., as franchi see.

10 There is evidence about recipes, nmenu items and M. DelLillo’ s food
manuf act uri ng busi ness, which uses certain specified nanes on sauces.
However, we do not discuss this evidence because it is not probative of
the issues before us. Even if we were to consider the names used on the
sauces, it would not affect our findings with respect to the ownership
of trademarks used in connection with the pleaded restaurant services.

11 An undated and inconplete copy of a docunment submitted by applicant
states that Joseph Siano owns 100% of the stock in this corporation and
transfers that stock to Vincent DelLillo and Andrew DeLillo, Jr. The
franchi se agreenents referenced herein are signed on behalf of the
corporate franchi sor by Andrew DelLill o as president.

17
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The record al so includes two agreenents dated March 15,
1983, whereby Brinlaw, Inc. sells its Carle Place
restaurant to applicant, and the corporate franchisor
grants a franchise to applicant for the Carle Place
restaurant, including the right to use the nane
“Vincent’s Clam Bar.”

This corporation, Vincent’s Clam Bar of Mtt &
Hester Streets, Inc., appears only one nore tinme in the
record in an inconplete and sel f-serving docunent'? dated
Novenmber 13, 1986, and entitled “Assignnent.” The
document, which is signed by Andrew DeLill o, Sr.
references agreements not in this record; asserts that
Vincent’s Clam Bar of Mdtt & Hester Streets, Inc. is the

owner of the nanmes “Vincent’'s Clam Bar of Mtt & Hester

Streets,” “Vincent’s Clam Bar,” “and any other derivation
of the trade name”; and assigns its rights thereto to
Vincent’ s Restaurant Devel opment Corp.

There are two additional docunents that are
particularly relevant. These are entitled “Purchase
Agreement” and “Assi gnnent of Trademarks” and are both

dated July 21, 1992. These docunents are between

2 Mpst of the docunments subnitted herein include recitations of facts
in addition to transferring property. W note, however, that these are
agreenents between parties and the nere recitation of certain facts does
not establish those facts in this proceeding.

18
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appl i cant as purchaser/assi gnee and the follow ng
i ndividuals and entities as sellers/assignors:
Andrew DelLill o, Sr.
Andrew DeLillo, Jr.
Vincent DelLillo
Mott & Hester Restaurant Corp. (the debtor in the
af orementi oned bankruptcy)
Vincent’s Restaurant Devel opnent Corp. (a
corporation not previously nmentioned)
The Purchase Agreenment contains the statenment “[i]t is
the intention of this Agreement that any and all rights
transferred to Andrew DeLillo, Sr. pursuant to the terns

of the 1979 Agreenent be hereby transferred by himto the

Transferee [applicant] pursuant to the terns of this

Agreenent.” The Purchase Agreenent states, in part, the
fol |l owi ng:
1. a.

Si mul taneously and with the execution and
delivery of this Agreenment the

[ sel | ers/ assi gnees] do hereby convey, sell
transfer, assign, set over and deliver to
Transferee [applicant], and its successors and
assigns, all of their respective rights
(including the right to sue for past
infringement), title, interests and clains in,
to, relating to or arising under (i) the nanes
“Vincent’s Clam Bar” and “Vincent’'s Clam Bar of
Mott and Hester Streets,” and any all (sic)
variations thereto and derivatives thereof,
together with all trademarks, tradenanes,
service marks, copyrights, registrations thereof
and applications for registration therefor (“the
Trademarks”), (ii) the good w Il associ ated
therewith (“the GoodwiI1”), and (iii) the

reci pes for the sauce and the shrinpballs
currently being served at Vincent’s Clam Bar of
Mott & Hester Streets, 119 Mott Street, New
York, New York and Vincent’s Clam Bar of Mitt &

19
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Hester Streets, 187 O d Country Road, Carle

Pl ace, New York 11514 (“the Recipes”), for the

purchase price set forth in Paragraph 2 hereof.

The referenced “Assignment of Trademarks” of the sane
date references the Purchase Agreenent and assigns to
applicant the trademarks “Vincent’s Clam Bar” and
“Vincent’s Clam Bar of Mott & Hester Streets,” and the
appurtenant good will, as well as “any all (sic)

vari ations thereto and derivatives thereof.” Neither the
Purchase Agreement nor the Assignnent of Trademarks
references or contains an addendum |listing specific

mar ks.

The di scovery and testinonial depositions of
applicant’s president, Anthony Marisi, with respect to
various trademark-rel ated facts relevant to ownership and
priority, are often contradictory and vague, and, thus,
lacking in credibility. In M. Mrisi’s discovery
deposition, submtted by opposer, M. Marisi appears to
possess little information and he stated, essentially,
that his attorneys possess nost, if not all, of the
i nformation regarding applicant’s purchase of the Carle
Pl ace restaurant and various trademarks, and the use of
various trademarks in connection with the restaurant; and
that his attorneys handle all of the business in this

regard. By the tinme of his testinonial deposition, M.

20
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Mari si appears to have acquired substantial know edge
relevant to the trademark issues of ownership and
priority. These inconsistencies raise questions about
the credibility of M. Marisi’s statenments in his two
depositions. However, even if we accept M. Marisi’s
testinmony statenents at face value, M. Marisi |acks
cl ear personal recollection, or recollection based on
specific business records, about a number of rel evant
facts.

M. Marisi’'s two depositions do provide sone
uncontradicted informati on about applicant, Quadam, |nc.
M. Marisi testified that applicant was incorporated in
1983; that M. Marisi and his brother, Robert, are now
equal co-owners of the shares of the corporation; and
t hat applicant owns a single restaurant, Vincent’'s Clam
Bar, in Carle Place, New York, and no other businesses.®
M. Marisi testified that he worked in the Carle Place
restaurant as a waiter from approxi mtely 1979 to 1983,
when applicant purchased the restaurant; and that since
at least 1979, the Carle Place restaurant has been
identified as “Vincent’s Clam Bar.” The adverti senent

shown bel ow for the Carle Place restaurant appeared in a

13 Applicant’s principals are involved in other businesses and applicant
is part of a joint venture that operates another restaurant.

21
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Decenber 1983 Long |Island NightLife magazine, while the

restaurant was still owned by DelLillo.

§ 6 Yore
'f?ffﬁmr’{ e ﬁ‘rﬁ war =

- & S e
Vineen('s

CL/ M BAR & CAFE
=STABLISHED 1904

Lobegter * aile - Calama

Al S eron with FINCENTS “Warld Fawnoan ™
U, Moallaoy o Bt Sauce
T Qld Counte: | aad, Carle Place 45
| 187 Qid Coundr; | 7424577 4

Due to inconsistencies between M. Marisi’s two
depositions regarding the nature, and dates, of use of
various marks, we have relied on certain testinmony by M.
Marisi only when corroborated by docunentary evidence.

In his testinonial deposition, M. Marisi stated that the
sanme | ogo had been used by the Carle Place restaurant
since at |east 1979; and that this |l ogo, with the street
sign design, has been used by applicant since 1983 on
numerous col lateral itens, including nmenus, T-shirts,

pl ace mats and mat chbooks. However, in his discovery
deposition, M. Marisi stated that applicant began use of
this mark a full ten years later, in 1993. There is no
ot her docunentary evidence corroborating applicant’s date

of first use of this mark or whether use of this mark has
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been continuous since at |east 1983 when it appeared in
t he magazi ne noted above.

M. Marisi testified, again w thout docunentary
corroboration regarding the dates, that applicant used
the follow ng design® on its take-out nenu begi nning sone

time between 1983 and 1990:

VW&

RET, (IHANT # CLAM BAK » CAFE

Fadlsa iy« Bt istoric turm of ths contary,

emding llm * estrioes gy W', the pow woild

lamas aa i e’ Dl Bar wes wotuhlishasd
i b & Hestor 5o in “Listhe laks "
Vaaday, ¥ cpat's Chum Bar i sonbood wnd
FEEUE Fr | SmraEt bramesiey with fus aad Ja iy
ewtry # | oor fsods are propaced at dhe

Bk okl b yr - bull view of cesiomor, mei -

Ny f was JEEIE B0

Winsaaf gl s b5 b prosrved the sld
wearld 50 sosphere of “Litthe ek ™ Asd
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M. Marisi stated that Vincent DeLillo was his
enpl oyer during his years as a waiter at the Carle Place
restaurant; and that applicant purchased fromthe
DeLillos the franchise/license agreenent for the Carle
Pl ace restaurant and, subsequently, “the trademarks.”
M. Marisi stated that he never net the Sianos, the
original owners of the Mdtt Street restaurant; that al

of applicant’s franchi se business dealings were with the

4 This is alnost identical to the design used by opposers in their
1985-1986 and 1994 nenus, and, originally, by the Sianos.
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DeLill os; and that he has no personal know edge regarding
t he Sianos’ use of their marks in connection with the
Mott Street restaurant.

The record regarding applicant raises additional
credibility questions for applicant. First, the specinmen
of record in application Serial No. 74/358,685 (THE
ORI Gl NAL VI NCENTS ESTABLI SHED 1904 and design) is
opposers’, rather than applicant’s, business card.

Al t hough applicant’s verification in the application,
signed by Anthony Marisi, affirnms that this business card
speci men evi dences applicant’s use of the mark shown

bel ow,

nal

eﬁ’}u'
VinceNt

ESTABLISHED 1004

in his testinony, Anthony Marisi admtted that the

speci nen bel onged to opposer, not applicant, and offered

no explanation for the incorrect specinen or the fal se

statenent in the verification. The record contains no

evi dence of any use of this particular design mark by

applicant in connection with its restaurant services.
Second, a witten statenment by Robert Marisi,

Ant hony Marisi’s brother, submtted in connection with
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t he same application and properly submtted into evidence
herein, states that opposers are the |licensees of
applicant; and that the use by opposers of their marks
inures to applicant’s benefit. The record establishes,
and Ant hony Marisi admtted in his testinony, that no
such relationship exists; that applicant was aware of
opposers’ right to use the marks |listed under the
bankruptcy stipulation; that applicant took no action in
relation to opposers’ restaurant that would indicate a
belief that a license relationship existed between the
parties; and that, in fact, the principals involved
herein did not neet or otherw se have any contact prior

to this Board proceeding.®

5 Applicant also, in signing the declarations in the applications
involved in this proceeding, stated that “to the best of his know edge
and belief, no other person, firm corporation or association has the
right to use the above-identified mark in conmerce ..” Cearly,
appl i cant has al ways been aware of opposers’ right to use the marks
recited in the stipulation and, therefore, this statenent in each
declaration is false. Should applicant ultimately prevail in this
opposi ti on proceedi ng, both applications shall be remanded, under
Trademark Rule 2.131, for reexam nation of applicant’s specinen in
application Serial No. 74/358,685 and the fal se statenents nmade in
connection therewith, and the false statenents nade in both applications
that applicant believes no other entity has the right to use these
marks. We note the dissent’s comrent that O fice policy forbids

Exam ning Attorneys fromissuing actions relating to allegedly
fraudul ent statenents nade by an applicant. Generally, Exanm ning
Attorneys do not have the evidence to determine, in an ex parte context,
guestions relating to fraud. However, in the present case the parties
have been involved in an inter partes proceeding in which evidence

i ndi cating fraud has been adduced. (The dissent’s suggestion that
applicant’s claimof use of the mark based on opposers’ use, and the
submi ssi on of opposers’ business card as a specinmen, was due to
applicant’s m staken belief that opposers’ use inured to applicant’s
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Finally, regarding the mark in application Serial
No. 74/358,686 (VINCENT'S CLAM BAR and street sign
design), in his discovery deposition M. Marisi stated
t hat he has no recollection of how this particular mark
was devel oped; whereas in his testinony deposition he
indicated that this was the same mark used by the
DeLill os, which was part of the sale of trademarks from
the DeLillos to applicant. The docunentary evidence,

i ncludi ng applicant’s assumed nanme filing and vari ous
applications for liquor |licenses from 1983 to the
present, all show applicant as “Quadam, Inc. d/b/a
Vincent’s Clam Bar.”

Both parties have been aware of the other’s
restaurant since first obtaining their interests in their
respective restaurants and the marks. M. Marisi stated
t hat custonmers have asked if the Carle Place restaurant
is related to the Mott Street restaurant. He also
specifically acknow edged that applicant benefits from
opposers’ advertising; and that applicant uses its nmarks
in a manner to suggest and enphasize a connection with

the current Mott Street restaurant. |In this regard, M.

benefit because opposers were applicant’s licensees, is belied by the
evi dence.)
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Marisi indicated that the original Mttt Street restaurant

was applicant’s, as well as opposers’, origin.
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Parties’ Argunments

We begin with a brief recitation of the significant
argunments nade by the parties in their briefs.

Opposers contend that they have established
standi ng; that they have priority of use; and that
applicant’s testinmony contains false statenents and
i nconsi stencies regarding its use of its marks which
preclude its reliance on dates of use earlier than its
filing date of February 11, 1993 in both applications.
Opposers al so contend that applicant may not rely on its
al |l eged use of the marks when it was a |icensee because
such use inures to the benefit of the owners of the mark;
and that applicant also nmay not rely on use by the
“pur ported assignors” of the marks to applicant because
t hese assignors | acked ownership of the marks, i.e., the
chain of title to applicant has not been established.
Opposers contend that the Bankruptcy Court stipulation
contains inconsistencies that render it a naked |icense
to applicant’s predecessors to use the referenced
trademarks; and that such a naked license is “a break in
the chain of continuous use by applicant’s purported
assi gnors.”

Opposers contend that both of applicant’s marks are

substantially simlar to opposers’ nmarks, stating that
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the mark THE ORI G NAL VI NCENT' S ESTABLI SHED 1904 and t he
specific design in application Serial No. 74/358,685 is
identical to opposers’ mark, noting in particular that
applicant’s supporting speci mens consi st of opposers’
busi ness card and actually evi dence opposers’ use of its
mar k. Opposers state, further, that the design mark in
application Serial No. 74/358,686 (VINCENT'S CLAM BAR and
street sign design) is substantially simlar to opposers’
mark, noting in particular the simlarity of script and
wor ds used and the design of the street sign.

Opposers state that the parties’ services,
restaurant services, are identical and that, in fact,
both parties operate Italian restaurants specializing in
seaf ood and which are located in the metropolitan New
York area. Additionally, opposers contend that
significant actual confusion as to the sources of the two
restaurant services exi sts anobng consuners.

In its brief, applicant states that “[t]he central
(if only) legal issue in this case is priority of
rights.” Applicant acknow edges that the issue is not
actually likelihood of confusion. Applicant essentially
concedes that the marks are substantially sim | ar because
both parties’ marks are derived fromthe original use of

substantially simlar marks by the Siano famly at the
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Mott Street restaurant; and that the parties’ respective
rights in these marks are defined by the 1985 bankruptcy
sti pul ati on.

Applicant argues that the appropriate question is
who is the | egal owner of these marks. Applicant
contends that it has established that it purchased the
Vincent’s Clam Bar restaurant business, the goodw ||
thereof and its related trademarks. Applicant focuses on
t he bankruptcy stipulation and contends that it
establi shes Andrew DeLill o s ownership of the Vincent’s
Cl am Bar trademarks at the tine of the stipulation so
that any prior inconsistencies in title are irrelevant.
Appl i cant contends that opposers are al so bound by the
bankruptcy decree, which allegedly gives them no
ownership rights in the claimed trademarks; that
applicant was properly assigned the trademarks by Andrew
DeLillo; and that, therefore, applicant is the owner of
the trademarks in the two applications and prior use of
the trademarks by DeLillo inures to applicant’s benefit.

Appl i cant contends that opposers cannot claimthat
the Siano famly' s use of the marks inures to their
benefit; that opposers are estopped from chall engi ng
t hese applications because the bankruptcy stipulation

expressly states that opposers have no ownership rights



Opposition No. 97, 805

in the marks herein and geographically restricts their
use of these marks; and that, in view of the terns of the
bankruptcy stipul ation, opposers’ use inures to
applicant’s benefit so that applicant’s
nm srepresentations in its application are insignificant.
Anal ysi s

First, we conclude that opposers have established
their standing in this proceeding. Even though they are
not owners, opposers have clearly denonstrated, by the
ternms of the bankruptcy stipulation, their right to use
the marks VI NCENT' S CLAM BAR, VI NCENT' S CLAM BAR OF MOTT
AND HESTER STREETS and MOTT AND HESTER RESTAURANT and,
thus, their interest in the registrability of the marks
in these applications.?®®

This is an unusual case because the parties derive

their rights fromthe same restaurant, VINCENT' S CLAM

18 pposers have established that they have a real interest in this
proceedi ng and, therefore, they have established their standing to
pursue the opposition. See Lipton Industries, Inc. v. Ralston Purina
Co., 670 F.2d 1024, 213 USPQ 185 (CCPA 1982). This is so even if
opposers are not owners of the pleaded marks, for a plaintiff may have
standi ng and nmay succeed in a case brought under Section 2(d) of the
Trademark Act even if it does not claimownership of the assertedly
simlar mark, or the right to control its use. See J.L. Prescott Co.
v. Blue Cross Laboratories (Inc.), 216 USPQ 1127 (TTAB 1982) (opposer
that had assigned nark and obtai ned exclusive license from assi gnee
hel d to have standing); See also, Universal Gl Products Co. v. Rexal
Drug and Chemical Co., 463 F.2d 1122, 174 USPQ 458 (CCPA 1972); BRT
Hol dings Inc. v. Honeway Inc., 4 USPQ2d 1952 (TTAB 1987); Chemi cal New
York Corp. v. Conmar Form Systems, Inc., 1 USPQ@d 1139 (TTAB 1986);
and Yasutomo & Co. v. Commercial Ball Pen Co., Inc., 184 USPQ 60 (TTAB
1974).
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BAR, established by the Siano famly at 119 Mott Street.
As a result, both parties are using essentially the sane
or substantially simlar marks in connection with their
respective and identical restaurant services and actual
confusi on has occurred. Applicant concedes as nuch.
Thus, there is no question that a likelihood of confusion
exi st s.

Ordinarily, having found that a |ikelihood of
confusion exists, we would resolve the case hy
determ ni ng which party has priority of use. However,
that is not a sinple task in this case, because both
parties trace their rights to the same 1985 bankruptcy
stipulation; and both parties’ rights in the mark
VI NCENT' S CLAM BAR stem fromthe use of that mark by the
Siano fam |y beginning in 1904. Further, the marks at
issue in this proceeding are not identical to the marks
identified in the bankruptcy stipulation. Thus, we nust
evaluate the nature of the respective rights of the
parties.

Omnership of the Siano famly’ s restaurant was
transferred to Andrew DeLill o and/or his corporate
interests (“DeLillo”) in 1979. DeLillo continued to

operate VINCENT'S CLAM BAR at 119 Mott Street and opened
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several additional restaurants also nanmed VI NCENT' S CLAM
BAR.

The next change in ownership of the Mdtt Street
restaurant, but not of DeLillo's other restaurants with
t he same nanme, occurred as a result of the 1985
bankruptcy stipulation entered by the bankruptcy court.

However, the 1985 stipulation created a difficult
situation fromthe perspective of trademark |law. First,
it resulted in at |east two unrel ated restaurants using
the identical name and operating in the New York
nmetropolitan area. Second, the stipulation granted
Andrew DeLillo “sole” ownership of, and the “sole and
exclusive right to use,” the trademarks VI NCENT' S CLAM
BAR, VI NCENT' S CLAM BAR OF MOTT AND HESTER STREETS and

MOTT AND HESTER RESTAURANTY: yet it also granted the

17 Section 1.E. of the bankruptcy stipulation states, essentially, that
the purchasers of the Mott Street restaurant acknow edge Andrew
DeLillo’s sole ownership of these three marks, but did not include
specific reference to “facsimle[s]” of these three stated marks.
Contrary to the statement by the dissent, the term*“facsinmle” is not
used in that section of the stipulation. Rather, it is used in Section
1.D. of the bankruptcy stipul ati on wherein purchasers (opposers’
predecessors) agree, inter alia, not to represent that they have an
affiliation with “any other business” using any of the three previously-
stated marks “or any facsimle thereof.” Clearly, the purpose of this
statement is to prevent purchasers fromtrading on the reputation built
up by other restaurants owned by DelLillo or his successors, which would
i ncl ude prohibiting opposers’ predecessors from using or copying
facsimles of the three named nmarks to indicate such an affiliation. W
do not find it appropriate to read the term“facsimle[s] thereof” into
paragraph 1.E. of the stipulation. There is nothing in the |Ianguage of
the stipulation fromwhich we can conclude that the intent of the
stipulation was to grant Andrew DelLill o bl anket ownership rights from
that date in any “facsimle” of the three named marks, regardless of
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purchasers of the Mdtt Street restaurant (opposers’
predecessors) the right to continue to use the sane
trademarks, without any tinme limtations, although only
at the 119 Mott Street |ocation. Opposers’ predecessors’
right to use these three marks was created by the
stipulation and it is neither a license, a franchise nor
an ownership right.

The bankruptcy stipulation was not drafted to
conformto generally accepted trademark principles and
both the majority and the di ssent herein have struggl ed
to interpret this docunment, which is far fromclear. In
order to give effect to this court-ordered stipul ation,
whi ch we nust, we |ook to the surroundi ng circunstances.
Cl early, one purpose of the stipulation, as it pertains
to the purchasers of the Mott Street restaurant, was to
permt the purchasers to continue to operate and identify
the restaurant as it was operated and identified prior to
their purchase. The stipulation inplicitly recognizes
that a significant value of the restaurant purchase is
the good will built up in the trademarks that had been

used in connection therewith by the prior owners. As we

whether the mark is materially the same as one of the three named marks
or was in use at the tinme of the stipulation. At npbst, this |anguage

i ndicates that Andrew DeLill o m ght use facsimle marks and such use was
not prohibited.
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have al ready stated, opposers are bound by this
stipulation, as were their predecessors.®®

We find that applicant, through docunentation, has
established its ownership of the Carle Place restaurant
and that it is the successor in interest to any
trademarks that DeLillo owned in connection therew th. '
As a successor to DeLillo, applicant is also bound by the
bankruptcy stipulation and nust recogni ze opposers’
separate right to use the marks identified in the
stipulation at the Mott Street |ocation. Opposers have

no relationship, such as licensee, to applicant, and

8 W& do not find opposers’ attacks on the validity of the bankruptcy
stipulation to be persuasive. The court ordered stipulation is
essentially an enforceable contract between the parties, and their
successors. As the court concluded in Times Mrror Magazines Inc. v.
Field & Stream Li censes Co., 63 USPQ2d 1417 (CA 2 2002), sinple fairness
requires holding a party to its contract unless adhering to the contract
woul d danage the public and not just a contracting party. |f menbers of
the public, as a result of confusion, buy services of equal quality that
do not threaten their health and safety, significant harmresults only
to a contracting party. In the absence of significant harmto the
public, the court is correct in declining to don the mantle of public
interest to save plaintiff froma harmthat is pernitted by the
contract. Any application for relief fromthe terns of the stipulation
nmust be made to the court that entered the stipulation.

19 Despite opposers’ contentions to the contrary and the many inconplete
or questionably related | egal agreenments, |icenses, assignnments, etc. in
the record, applicant has provided sufficient docunmentary evidence to
establish that it obtained, through the 1992 purchase and sal e agreenent
and the assignnment of trademarks, rights in all relevant trademarks
owned by the DeLillos and their related conpanies. Any breaks in the
chain of title of the marks VINCENT'S CLAM BAR, VINCENT'S CLAM BAR OF
MOTT AND HESTER STREETS, and MOTT AND HESTER RESTAURANT prior to the
bankruptcy stipulation are rendered irrelevant by the bankruptcy

stipul ation, which establishes DeLillo s ownership of these particul ar
marks. All of the individuals and conpanies recited in rel evant
docunent s subsequent to the bankruptcy stipulation participated in the
1992 assignnent to applicant.
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opposers’ use of marks identifying the Mott Street
restaurant does not inure to applicant’s benefit.

The bankruptcy stipulation refers to three specific
marks. A problem that the stipulation does not
anticipate is the fact that the marks used by both
parti es have evol ved over tine. Opposers made changes to
the marks referenced in the stipulation and began using
variations thereof. The mark identifying opposers’
restaurant evolved from VINCENT" S CLAM BAR to THE
ORI G NAL VI NCENT'S CLAM BAR, and, finally, to THE
ORI Gl NAL VI NCENT' S ESTABLI SHED 1904. It is this mark
t hat opposers have continued to use.

The question that arises at this point is whether
opposers are permtted under the bankruptcy stipulation
to use this variation of the marks listed in the
stipulation. Section 1.D. of the bankruptcy stipul ation
i ncludes the statenent that “...[purchasers] shall use and
operate their business at the aforenentioned prem ses
[ 119 Mott Street] under the name of “Vincent’s Clam Bar,”
and/or “Vincent’s Clam Bar of Mtt and Hester Streets,”
or “Mott and Hester Restaurant,” and only at said
| ocation without |imtation of time and at no ot her

| ocati on Thi s statement nust be understood in the

context of the entire paragraph. The intent of the
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section is clearly to allow the purchasers of the Mott
Street restaurant (opposers’ predecessors) to continue to
use the nanes that have been used for that restaurant,
but to draw boundaries around that use to prevent the
purchasers of the Mott Street restaurant from using those
mar ks, or any facsimles thereof, in any manner that
woul d expressly or inplicitly indicate any affiliation
with, or connection to, the remaining restaurants owned
by DeLillo using those sane three trademarks.?

Wth this context in mnd, we do not find the
| anguage of the stipulation to expressly or inplicitly
prohi bit any variation on the three specified marks by
purchasers, as |ong as opposers are not representing
t hensel ves as being affiliated with DeLillo’s
restaurants. Certainly, |looking at the particular
changes nmade by opposers, the deletion of the generic
term CLAM BAR cannot even be considered as a real change
to the mark, as it has no source identifying

significance. Further, considering, again, the context

20 The dissent makes the point that it is applicant, as the owner of the
mar ks, which has the prerogative to adopt a mark simlar to one it
already owmns. VWhile it is generally (but not always) true that a
trademark owner has this right, here we are not dealing with a typica
trademark situation, but one in which general trademark principles have
been turned on their heads by the bankruptcy stipulation. Applicant
does not have the right to adopt variations of its marks that are

desi gned to cause confusion. From M. Marisi’s testinony, it appears

t hat applicant has very deliberately copi ed opposers’ manner of use of
its marks and its advertising so as to cause confusion as to source.

37



Opposition No. 97, 805

in which this stipulation was concluded, i.e., two

unrel ated restaurants identified by the same name were
operating in the New York netropolitan area, it is an
equi tabl e reading of the stipulation to allow opposers to
make the m nor changes of addi ng THE ORI Gl NAL, which
accurately describes the restaurant, and the date the
restaurant was established to the marks used in
connection with the Mott Street restaurant. This is
particularly true where, as in this case, the purpose of
opposers’ changes was to avoid confusion with the Carle
Pl ace restaurant.? Thus, we interpret the bankruptcy
stipulation as allow ng opposers the right to use the
mar k, THE ORI G NAL VI NCENT' S ESTABLI SHED 1904, but,
consistent with the stipulation, not giving opposers

ownership rights in that mark.?

2L M. Generoso stated that he was concerned about consuner confusion
regardi ng the perceived rel ationship between the Mttt Street restaurant
and the Carle Place restaurant, so he added the term“THE ORI G NAL" to
“VI NCENT' S CLAM BAR’ because the Mptt Street | ocation was the origina
restaurant |ocation. Then he eventually dropped the “CLAM BAR’ portion
of the mark because he believed the termwas outdated and limting,
because the restaurant offered all types of seafood.

22 The dissent asks the question of how can a mark which opposers have
used for many years have no owner. The blame nmust be placed on the
bankruptcy stipulation which, as noted previously, was not drafted to
conformto general trademark principles, and has resulted in a nunber of
anomal i es.
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Al t hough opposers do not own this mark, *?® their
court-ordered right to use the mark gives thema valid
basis to object to applicant’s obtaining a geographically
unlimted registration, that does not contain an
exception for opposers’ right to use, for the identical
mark, in application Serial No. 74/358, 685, including the
design el ements thereof, for the identical services.?

Opposers have established their use of the mark THE
ORI GI NAL VI NCENT' S ESTABLI SHED 1904 si nce approxi mately
1985-1986, and certainly by 1989, and applicant has
establi shed no use of this mark by itself or its

predecessors, |let alone any use prior to opposers’ use.?®

22 There is no requirenment that an opposer own or use the mark in order
to prevent another party fromusing the mark. See National Cable
Tel evi si on Association Inc. v. Anerican Cinema Editors Inc., 937 F.2d
1572, 19 USP2d 1424 (Fed. Cir. 1991). Opposers have nore than
adequately established that they are not nere interneddl ers and they
have sound reason for fearing damage to thenmselves if applicant’s mark
were regi stered. See Jewelers Vigilance Comrittee Inc. v. Ul enberg
Corp., 853 F.2d 888, 7 USPQ@2d 1628 (Fed. Cir. 1988). See also ftn. 16.

24 However, this is not a concurrent use proceeding and, further, we are
not suggesting by this statenment that opposers would be entitled to a
registration, limted or unlimted.

% The 1992 assignment fromDeLillo transfers to applicant ownership of
two of the marks recited in the bankruptcy stipulation, VINCENT' S CLAM
BAR and VI NCENT'S CLAM BAR OF MOTT & HESTER STREETS, and “any all (sic)
variations thereto and derivatives thereof.” However, applicant can
obtai n ownership through the assignment only of those variations or
derivatives that applicant’s predecessors actually used in connection
with their restaurant services. There is no evidence that applicant’s
predecessors used the mark THE ORI G NAL VI NCENT' S ESTABLI SHED 1904.
There is, |ikewi se, no docunentary evidence or clear, uncontradictory
testimony that applicant has ever used this mark. Thus, while an
applicant in an opposition proceeding is not required to prove use in
order to prevail, wi thout evidence of earlier use, an applicant is
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Because, in the absence of evidence of actual use,
applicant is limted to its filing date in this case,
opposers have clearly shown priority.

Further, because opposers have established that they
use the identical mark in connection with the identical
services recited in application Serial No. 74/358, 685, we
concl ude that opposers have established that there is a
i kel'i hood of confusion because applicant knew of
opposers’ use of the identical mark and deliberately
adopted the mark of opposers and applied to register that
mar k. Moreover, it is clear that applicant intended to
cause confusion by, know ng of opposers’ use of the
identical mark, deliberately adopting the mark of
opposers and applying to register that mark.

The factual situation is different with respect to
the mark in application Serial No. 74/358,686, VINCENT S
CLAM BAR and street sign design.? The record shows this

desi gn being used, first, by the Sianos, then by

limted to the application's filing date. Colunbian Steel Tank Conpany
v. Union Tank and Supply Conpany, 277 F.2d 192, 125 USPQ 406, 407 (CCPA
1960) (" Appellee's application alleges February 1, 1946 as the date of
first use of its mark but in the absence of testinony appellee nust be
restricted to its filing date of June 29, 1956, as the board correctly
hel d").

26 The record indicates that opposers stopped using their mark with a
simlar street sign design after 1989. Therefore, we consider whether
confusion is likely between the street sign design mark in this
application and opposers’ nmark THE ORI GI NAL VI NCENT' S ESTABLI SHED 1904.
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applicant’s predecessor, DeLillo, in a 1983
advertisement, and applicant currently uses this mark.
Applicant originally clainmed 1992 as its date of first
use of this mark and | ater amended that date to a date
subsequent to the filing date.? However, as with the
mar k consi dered above, we have treated the filing date of
the application, February 11, 1993, as applicant’s date
of first use of this mark. To establish an earlier date
of first use, applicant nust do so through clear and
convi nci ng evidence, which it did not do. There is no
document ary evi dence and only vague and conflicting
testinmony as to whether DeLillo continued to use the mark
or the length of applicant’s use of this mark. Al we
can tell fromthis record is that the mark is currently
in use. Because of the inconsistency between the clainmed
use dates in the application and the evidence of a single
1983 use by DeLillo, it appears that this mark may have
been abandoned by DeLillo. As previously stated,
opposers have been using the mark THE ORI GI NAL VI NCENT' S
ESTABLI SHED 1904 since approximately 1985-1986, or at
| east since 1989, and clearly have priority.

We also find that applicant’s mark is substantially

simlar in appearance, connotation and conmerci al

27 See footnote 2, supra, regarding applicant’s amendment to its dates
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i npression to the mark THE ORI Gl NAL VI NCENT' S ESTABLI SHED
1904 used by opposers, and applicant does not argue

ot herwi se. Both marks contain the name VINCENT S in the
sanme script, which is nore prom nent than the other
smal | er and nerely descriptive wording in the marks, and,
thus, it is the dom nant portion of both marks.

Mor eover, both parties concede that there has been actual
conf usi on. In view of the simlarities in the marks,
there is a |likelihood of confusion as to the source of
the parties’ identical services identified thereby.
Applicant is not entitled, in this application, to a
geographically unlimted registration that does not
contain an exception for opposers’ right to use.

Deci sion: The opposition is sustained and
registration is refused in each application. W
reiterate that, should applicant ultimately prevail in
this opposition proceeding, both applications shall be
remanded, under Trademark Rule 2.131, for reexam nation
of applicant’s specinen in application Seri al
No. 74/ 358, 685 and the statenents of use nmade in
connection therewith; for reexam nation of the asserted
dates of use in application Serial No. 74/358,686; and,

for both applications, for consideration of the false

of use in this application.

V)
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statenments made in the declarations that applicant
bel i eves no other entity has the right to use these marks
and statenments made during prosecution of application
Serial No. 74/358,685. See in this connection, footnotes

2 and 15.

Si mrs, Adm nistrative Trademark Judge, dissenting:
Because | believe that opposers do not have the
right to prevent applicant fromregistering its marks, |

woul d dismiss this opposition.

The 1985 bankruptcy stipulation (hereafter, “consent
decree”), which was signed on behalf of opposer Vincent
Generoso and his partners, is binding on the parties to
this case. This consent decree is the governing docunent
whi ch determ nes the outcone of this opposition
proceeding. WL. Gore & Associates, Inc. v. C.R Bard,
Inc., 977 F.2d 558, 24 USPQ2d 1451, 1453 (Fed. Cir.
1992) (“[ T] he consent order enbodyi ng the settl enent
between..is a final judgnent; it is acconpanied by

finality as stark as an adjudication after full trial.”)
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That decree not only transferred the restaurant facility
now oper ated by opposers but also resolved or settled the
rights in the marks set forth in the decree. The

rel evant provisions are again set forth bel ow

1.D

...purchasers [opposers] do not and w || not
have, nor represent itself to have, any
affiliations or connection with any other

busi ness known as VI NCENT' S CLAM BAR,

VI NCENT' S CLAM BAR OF MOTT & HESTER
STREETS, or MOTT & HESTER RESTAURANT, or
any facsimle thereof, and will renove any
reference thereof from nenus, signs, |ogos,
advertisenents...and the purchasers further
agree that they will not, in any way,
represent that they are affiliated with any
ot her business |icensee or franchi see using
said name or nanes or facsimle thereof and
that they shall use and operate their

busi ness at the aforementioned prem ses
under the name of VINCENT' S CLAM BAR,

and/ or VINCENT' S CLAM BAR OF MOTT & HESTER
STREETS, and/or MOTT & HESTER RESTAURANT,
and only at said |ocation wthout
[imtation of time and at no ot her

| ocation...and the parties hereby agree that
...the purchasers are not successors in
interest, |icensees, franchi sees and/or
affiliated with Mttt & Hester

1. E

Upon i nformation and belief...purchasers

her eby acknowl edge and agree, subject to
the terms of paragraph “1.D.” herein, that
ANDREW DELI LLO i s the sole owner of and has
the sole and exclusive right to use the
name, trademark and copyrights in and to

t he names VI NCENT' S CLAM BAR, VI NCENT' S
CLAM BAR OF MOTT & HESTER STREETS, and MOTT
& HESTER RESTAURANT, and not hi ng cont ai ned
herein shall be deemed a sal e thereof nor

shall in any way restrict or interfere with
said right and interest or his right to
use, convey, sell, license, franchise or in
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any other way dispose of or make use of
sai d nanes

As can be seen, opposers took ownership of the
restaurant building and were allowed to use the marks
specified in the decree, including VINCENT S CLAM BAR
The consent decree states explicitly that “[opposers]
shall use and operate their business at the
af orenenti oned prem ses under the nanme of VINCENT' S CLAM
BAR, and/or VINCENT'S CLAM BAR OF MOTT & HESTER STREETS,
and/ or MOTT & HESTER RESTAURANT, and only at said
| ocation...and at no other location.”. |In the decree,
opposers agreed that Andrew DeLillo was the sol e owner of
the marks nentioned and that opposers would not claim
rights as the successors to the original restaurant, or
claimto be affiliated in any way with the owner of the
mar ks. Andrew DeLillo was also inplicitly allowed to use

“facsinmle[s]” of the marks.?

BM . Generoso acknow edged (dep., 14) that the consent decree
aut horized him and his conpany to use only the narks in the consent
decree:
Q Did you understand that you could only use
those three nanes or did you understand
that you had a right to use other nanes?
A Only those nanes.

However, M. Generoso apparently was not aware that applicant’s
predecessor, M. DeLillo, retained any rights in the marks opposers were
allowed to use. At 135, M. Generoso testified:

Q Did you have an understanding that M.
Delillo retained the right to the nane
Vincent’s Clam Bar, Vincent’'s of Mtt and
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Then, in 1992, five parties, including M. DeLillo
and Vincent’s Restaurant Devel opnent Corporation (which
was assigned certain rights in the marks in Novenber
1986), joined in assigning a restaurant business,

i ncludi ng whatever rights they had in the marks and “any
[and] all variations thereto and derivatives thereof,” to
applicant. 1In other words, the acknow edged owner of the
marks in the 1985 consent decree transferred title in the
mar ks as well as the goodwill to applicant.

Opposers’ argunents in their reply brief that they
are sonehow not bound by the | anguage of the consent
decree or that subsequent information reveal ed that
Andrew DeLill o was not the owner of the marks in 1985 can
be given no weight. The decree nust be construed as
gi vi ng opposers ownership of the restaurant facility on
Mott Street as well as the unlicensed right to use the
marks in the decree, and that the ownership of those

mar ks resides in M. DeLillo, and now in his successor,

appl i cant.

Hester Streets or Mdtt and Hester
Rest aur ant ?

A No.

Q You had no understanding that he retained those rights
at the tine he purchased this restaurant?

A No.
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Applicant here seeks registration of two marks, one
of which is dom nated by the words VINCENT' S CLAM BAR and
the ot her being THE ORI G NAL VI NCENT' S ESTABLI SHED 1904.
As the owner of the mark VINCENT' S CLAM BAR, appli cant
clearly has the right to register this mark as agai nst
opposers, who only have an unlicensed right to use this
mark (and they adnmittedly no | onger use the mark
VI NCENT'S CLAM BAR). In addition, opposers stopped using
the only other elenment in the mark presented in Seri al
No. 74/ 358,686--the street sign design--in 1989. Because
applicant is the successor to the acknow edged owner of
the VINCENT'S CLAM BAR mark, it is clear, therefore, that
applicant has the right to register the mark in this
application. W are left with the mark THE ORI G NAL
VI NCENT' S ESTABLI SHED 1904, a mark not nentioned in the
consent decree.

Because applicant’s predecessor was acknow edged to
be the owner of the marks in the decree and their
facsimles, it was only the predecessor or applicant as
successor to the owner who could change those marks.

Only applicant (or its predecessor), and not opposers,
coul d subsequently adopt a mark which was “confusingly
simlar” to any mark which applicant already owned.

Certainly, opposers were not authorized by the consent
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decree to change their marks and to adopt anot her mark
which was |ikely to cause confusion with one of the marks
owned by applicant.
Yet, the majority clainms that opposers had the right
to change the marks under the consent decree. The
maj ority states that elimnation of the words “Cl am Bar”
was no “real change” in the mark because it deleted only
generic matter, and notes that the addition of the words
“The Original” to the mark was done to avoid confusion.
The majority, nevertheless, finds that this attenpt was
unsuccessful since the revised mark and both of
applicant’s marks are still likely to cause confusion.
According to the majority, opposers can change the
mar ks specifically nmentioned in the consent decree, but
opposers’ revised mark, THE ORI Gl NAL VI NCENT' S
ESTABLI SHED 1904, which they adopted and began using as

early as 1989, is, according to the mgjority, not owned

by opposers. In other words, the mark which opposers
adopted and assert in this proceeding has no owner. It
was apparently born an orphan and will always remain so.

One m ght reasonably ask: How can a mark which opposers
created and used for their restaurant services for a
nunber of years, or for that matter, any mark, have no

owner? To me, the majority reaches this illogical and
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unt enabl e | egal conclusion of a mark wi t hout an owner
because of a m sconstruction of the consent decree. W
do not know the reason or reasons why the consent decree
was drafted the way it was, but it is our duty to respect
it and to interpret it so as to give effect to its
provisions. In my view, opposers have the right to use
only those marks specified in the consent decree. By
stipulating that M. DeLillo was the owner of the marks
(and facsimles) and by indicating that opposers only had
the unlicensed right to use the marks, the decree should
be interpreted in a manner consistent with these
provisions. That is to say, opposers, who | ack ownership
of the marks, cannot use marks other than those specified
in the consent decree. |If any party is allowed to alter
its marks, it nust be the owner thereof, which has the
prerogative, as any owner does, to adopt a mark which may
be very simlar to those which it already owns, and not
the party who was only given the right to use certain
specified marks at a single restaurant |ocation.

This fact may be illustrated in the follow ng
hypothetical. |If the 1985 decree had indicated not only
that applicant (or its predecessor) was the owner of the

mar ks, but al so that opposers were authorized |icensees

of those marks, it would be clear, under traditional
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i censing arrangenents, that opposers, as |icensees,
coul d not change the |icensed marks w thout the approval
of the licensor/owner. Certainly an unlicensed, naked
user who has admttedly only an uncontrolled right to use
(opposers’ brief, 35, 36) should have no nore rights to
alter or change a mark that it is allowed to use than a
i censed user woul d have. Even opposers state in their
reply brief (14-15), in referring to applicant’s changed
mar ks, that “there is no factual or legal basis to
conclude that *The Original Vincent’'s Established 1904’
is a facsimle of the subject nanmes.” But this argunment
applies with even greater force to opposers’ revised
mar k. Opposers should not be heard to conpl ain that
applicant, the owner of the marks in the decree, my not
use and seek registration of any marks somewhat different
fromthose conceded to be owned by M. DeLillo in 1985,
and now owned by his successor

As can be seen, opposers have very limted rights
under the consent decree, while applicant, as a
successor-in-interest, has conplete ownership. |If the
issue in this opposition is one of priority or superior

rights,? there can be little question but that it is

29Clpposers have only pleaded priority and likelihood of confusion as
their grounds for opposition. The issue of abandonment, which may
theoretically be raised as a result of the unlicensed use permtted by
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appl i cant who has superior rights in the marks and in
simlar marks. Applicant should be free to use and
register its marks, especially in a contest with a party
whi ch has admttedly only an uncontroll ed, naked right to
use certain marks. Opposers with their limted rights
have no right to prevent or interfere with applicant’s
right to protect its marks by registering them and

t hereby giving notice to others of its ownership in these

mar ks. I ndeed, the decree specifically indicates that
nothing in the decree “shall in any way restrict or
interfere with” applicant’s right to sell, license or

franchise its marks. Certainly, the denial of
registration to applicant will substantially interfere
with the right to sell or license the marks, in violation
of the decree, because the lack of registration will make
t he purchase price or the licensing of the marks to

ot hers substantially |l ess valuable. The mpjority’s
interpretation of the consent decree, therefore,
interferes with the rights to sell, license and franchise

t he marks.

the consent decree, was neither pleaded nor tried as a ground for
opposition. Therefore, we should not consider this issue in resolving
this opposition. Opposers’ argunents in its briefs about applicant’s or
its predecessors’ rights in the marks being separated from any
underlying goodwi || cannot, therefore, be considered. |In any event, it
appears fromthis record that, after 1985, M. DeLillo continued to
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It is also better public policy for the register to
reflect applicant’s ownership of its marks. As between
t hese parties, applicant has the superior claimto the
trademar ks sought to be registered. It is not seen how a
nmere user (of marks not nentioned in the consent decree)
at a single restaurant in New York City should be able to
prevent the owner of the mark fromregistering its mark
on a nationw de basis, as notice to all of its claim of
ri ghts.

The majority’ s suggestion that the parties should
seek concurrent use registrations is also not tenable.
Only the owner of a mark may seek a concurrent use
registration. See Section 1(a)(1)(“The owner of a
trademark used in comerce..”); Trademark Rul es 2.42,
2.33(b)(1)(“I'n an application under section 1(a) of the
Act, the verified statement nmust allege...that the
applicant believes it is the owner of the mark..”) and
2.99; TBWMP 881102.02 and 1102.02(a)(3). The mpjority has
st ated, however, that opposers do not own the nmark they
now use and assert herein. Also, because opposers’ mark
is not one covered by the consent decree, that decree,
whi ch does not in any event order this office to grant

concurrent use registrations, cannot be a basis for

operate a restaurant outside Manhattan under the name Vincent’'s Cl am Bar
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granting concurrent use registrations to either party.
Moreover, while the mpjority suggests that applicant’s
rights are geographically limted in nature, a careful
readi ng of the consent decree reveals that DeLillo (and
now applicant) only agreed (in 1985) not to conpete with
opposers within a ten-block radi us of opposers’ facility
only for the |l ength of opposers’ nortgage. Thereafter,
it appears that applicant could open a restaurant even in
t hat ten-block area. So applicant’s rights are only
geographically limted for a certain period of tine,
which time period may al ready have expired. |In any
event, the only question in this proceeding is whether
applicant is entitled to an unrestricted registration,
and opposers have not requested or asserted that
applicant’s registrations should be limted in sone
manner, only that registration to applicant be refused
because of opposers’ rights in their asserted mark. See
US. Soil, Inc. v. Colovic, 214 USPQ 471 (TTAB 1982).
That is, opposers have not “object[ed] to applicant’s
obtaining a geographically unlimted registration, that

does not contain an exception for opposers right to use,”

or names simlar to that one.

% Tr ademark Rul e 2.133(c) nmkes clear that geographic limtations in
applications will be considered only in the context of concurrent use
proceedi ngs.
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as the mpjority has stated. Moreover, opposers nmay
operate their restaurant under the nanes nentioned in the
decree at only the single location on Mott Street, and at
no other location. |In other words, opposers nmay not
expand their use of these marks.

Furthernore, this is an opposition proceedi ng where
opposers have the burden of proof to establish their
superior rights by a preponderance of the evidence. This
is not a concurrent use proceedi ng whereby the respective
rights of the parties may be determ ned in the context of
concurrent registrations. That is, we do not have before
us either applicant’s right to register its marks on a
geographically limted basis or opposers’ attenpt to seek
registration for its geographically limted right to use
their marks. Conpare, for exanple, Winer King, Inc. v.
The Weiner King Corporation, 615 F.2d 512, 204 USPQ@20
(CCPA 1980). Nor will any registration to applicant
af f ect opposers’ continuing right to use those marks set
forth in the consent decree. Applicant has conceded as
much in its brief, 21 (“.registration will not affect..the
extraordinarily limted rights Opposers have under the
Consent Decree.”). |f opposers are unhappy with their
ri ghts under the consent decree, their remedy is to seek

nodi fication in the bankruptcy court.
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Finally, while | agree that applicant’s applications
shoul d be remanded for the subm ssion of appropriate

speci nens,

and to correct allegations of use, Ofice
policy forbids Exam ning Attorneys fromissuing actions
relating to any all egedly fraudul ent statenments made by
an applicant. See TMEP 8§ 719 (“Under no circunstances
shoul d any Office communi cation pertaining to fraud be
made, either orally or in witing, by anyone in the

32 Even in the absence

Trademar k Exami ni ng Operation..”).
of that clear O fice policy, the Board should not place
t he Exam ning Attorney in the unenviable position of
determ ning, in an ex parte context, whether certain
statements made by applicant were or were not false or
fraudulent. Here, applicant has conceded that it made
the m stake of submitting as specimens what it thought
wer e exanples of use froma licensee. As it turned out,
the “licensee” (opposers) was not an authorized |icensee

but only an entity which was permtted to use the nmarks

pursuant to the consent decree.

inits brief, at 20, applicant states that it “is fully able to

provi de substitute specinmens along with an affidavit or declaration
verifying that the substitute specinens were in use prior to the filing
date of the application.”

% These issues are handl ed by the USPTO s O fice of Enrollnment and
Di sci pline.



